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DETAILED ACTION 

Receipt of Amendments and Remarks filed 6/15/07 is acknowledged. Claims 1-24 are pending in 
this application. Claims 13-24 are directed to the elected invention and claims 1-12 are 
withdrawn as being directed to a non-elected invention. 

Claim Rejections - 35 USC §112 

The rejection of claims 16-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention s withdrawn in light of applicant's amendments field 6/15/07. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 13-16, 19-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robinson et al (20030049212). 
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Robinson et al teach a skin care composition to treat skin and hair comprising silicone 
elastomers. Robinson teaches the use of "skin care products" includes powders, wipes, hair 
conditioners, skin treatment emulsions, and creams. See [0016]. The composition is utilized in 
various forms including rinse-off cleansing comprising such as shampoos. [0213]. 

Component (a), the silicone elastomer is utilized in the amount of 0.1-30% and preferably 
2-10%. See [0075]. The silicone elastomer includes an organopolisiloxane and 
dimethocone/vinyl dimethicone crosspolymers. See [0087] and [0089]. 

The composition may be in form of an emulsion. The composition comprises component 
(d), water, in an amount of 0.1-95% water and may be in an emulsion form. See [0135] and 
[0135]. Preferably the aqueous phase is dispersed wherein the aqueous phase is in an amount of 
20-90% and preferably 40-80%. [01 55]. 

Component (b): The w/o emulsion comprises an emulsifier for dispersing the aqueous 
phase in an amount of 0.1-10% and has an HLB of less than 14 and preferably 4 to about 14. 
[01 59]. The composition preferably contains the silicone emulsifier such as dimethicone 
copolyols. These silicone emulsifiers are typically organically modified organopolysiloxanes, 
including dimethicone copolyols. These materials are polydimethyl siloxanes, which have been 
modified to include polyether side chains such as polyethylene oxide chains, polypropylene 
oxide chains, mixtures of these chains, and polyether chains containing moieties derived from 
both ethylene oxide and propylene oxide. Note [0166] specifically. Other non-silicone containing 
emulsifiers including sugar esters, alkoxylated sugar esters and polyesters, alkoxylated 
derivatives of C1-C30 fatty acid esters, and polyglycerol esters of C1-C30 fatty acids. [0168]. If 
the composition is formulated as an o/w emulsions then a hydrophilic surfactant is used 
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preferably non-ionic surfactants are used including alkylene oxide esters of fatty acids. [0187]. 
Other surfactants ethoxylated esters include PEG-30 glyceryl cocoate, sucrose cocoate, 
alkoxylated sugar esters, polygly<5erol ester§\of fatty acids, Polysorbate 85, Polysorbate 20, etc. 
[0187].-[0192]. Robinson teaches the hydrophiflic surfactants may also be used in a combination 
and may further include cationic, aiwphDtenc, and zwitterionic surfactant (component c) to 
provide the desired HLB [0193] 

Component (c): The preferred o/w emulsion comprises a structuring agent, which may 
also act as a surfactant such as stearic acid, palmitic acid, etc. [01 82]-[01 83]. Note these 
structuring agents read on additional surfactant. Robinson teaches the composition is used for 
cleansing and thus contains 5-10% detergent surfactant such as sodium lauryl sulfate (anionic 
surfactant. [0212]. 

Although Robinson does not exemplify a hair shampoo/conditioner composition with the 
claimed components, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to look to the guidance provided by Robinson et al and arrive at the instant 
invention. One would have been motivated to formulate the silicone elastomer composition into 
a shampoo or hair conditioner formulation since Robinson suggests this. Therefore, if one 
desired to formulate a composition to cleanse or treat the hair, one would have been motivated to 
formulate a hair conditioner or shampoo. Further, it should be noted that Robinson prefers the 
use of an ethoxylated ester. For instance, Robinson teaches preferably using silicone ester 
emulsifiers as the emulsifiers when formulation a w/o emulsion and using alkylene oxide esters 
of fatty acids when formulating an o/w emulsion. 
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Response to Arguments 

Applicant argues that unlike the present invention requires a tacky solvent to ensure 
solubility, such as the emollient glycerin and the tacky solvent prevents the active ingredient 
from being insufficiently dissolved with would result in a gritty feel. Applicant argues that the 
high levels of tacky solvents in Robinson necessary to fully dissolve the desired levels of active 
ingredients, will leave a residue on the hair and that Robinson renders the hair with a dirty rather 
than clean feeling and teaches away from the present invention. 

Applicant's arguments filed 6/15/07 have been fully considered but they are not 
persuasive. The examiner points out that the instant claim language, i.e. comprising, does not 
exclude Robinson's glycerin or tacky solvent. Furthermore, applicant's arguments without any 
comparative studies are deemed to be speculative in nature. 

Applicant argues that the purpose of the silicone elastomers in Robinson is to reduce the 
tackiness/stickiness of the tacky solvent to maintain the good skin feel and so that the mixture of 
tacky solvent and the skin care active has a sensory tactile perception of greater than 4.5 and the 
resulting composition has a sensory tactile perception fating of less than 4.5. Applicant further 
argues that Robinson fails to teach or suggest use of a silicone elastomer to deter the build-up of 
sebum on the surface of the hair to keep hair cleaner for a longer period of time while 
maintaining a smooth feel and long-lasting conditioning effects. Further according to applicant, 
there is no suggestion or teaching in Robinson for use of silicone elastomers to absorb sebum and 
that one skilled in the art at the time of the invention faced with the issue of trying to deter the 
build-up of sebum, have looked to Robinson for a solution to the present problem. 
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These arguments are not persuasive since instant claims do not recite any requirements 
for the composition to have any specific sensory tactile perception ratings or any requirements 
for the absorption of sebum. Even arguendo, if the claims recited such a function (to deter sebum 
build up), the examiner points out that Robinson teaches the same silicone elastomer as the 
critical ingredient, applied to the same substrate, i.e. hair. Therefore, Robinson's composition 
would necessarily perform the same function as claimed. The fact that applicant found an 
inherent mechanism of the prior art does not distinguish the instant invention from the prior art. 
With regard to claim 24, it is noted that applicant has amended the claim to recite the silicone 
elastomer is in sebum absorbing amount, the examiner points out that Robinson teaches the 
elastomer in an amount of 0.1-30% and preferably 2-10%. The instant specification discloses on 
page 8 that the elastomer is used in an amount of 0.01-10% and therefore Robinson teaches the 
same effective amount. 

Therefore, Robinson renders the instant invention obvious. 
Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robinson et al (20030049212) in view of Hourihan et al (4704271). 

The teachings of Robinson et al have been set forth above. Although, Robinson teaches 
nonionic surfactants that are suitable include polyglycerol esters of C1-C30 fatty acids 
(polyglyceryl-4-isostearate), Robinson does not teach the instantly claimed ester. 

Hourihan while teaching a emulsion antiperspirant teaches suitable emulsifying agent 
include polyglyceryl-3-isostearate, polyglyceryl-4-isostearate, polygly eery 1-3 -stearate, 
polyglyceryl-5-stearate, polyglyceryl-4-palmitate, polyglyceryl-6-palmitate, polyglyceryl-3- 
laurate (also known as triglycerol laurate), polyglyceryl-3-myristate, etc. column 3, lines 55-68. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Robinson et al and Hourihan et al and utilize the instant 
ethoxylated ester emulsifying agent. One would have been motivated to do so since Robinson 
suggests the use of polyglycerol esters of C1-C30 fatty acid as suitable as suitable emulsifying 
agents and Hourihan teaches the instant polyglyceryl-3-laurate and the prior art's polyglyceryl-4- 
isostearate function as emulsifying agents to stabilize the emulsion. Therefore it would have been 
obvious for a skilled artisan to utilize any emulsifying polyglycerol esters of CI -C 30 fatty acid 
known in the art at the time the invention was made. 

Response to Arguments 

Applicant argues that the instant claims are directed to an HLB of 10 or above and 
Hourihan teaches a HLB value of 6-9 which teaches away from the instant invention. Applicant 
argues that Hourihan is directed to non-analogous art, i.e., an antiperspirant stick and not directed 
to hair care composition. 

Applicant's arguments filed 6/15/07 have been fully considered but they are not 
persuasive. Firstly, the examiner points out that applicant has misinterpreted Hourihan. Hourihan 
does not teach that the polyglycerol esters have an HLB of 6-9, rather Hourihan teaches, "the 
emulsifying system should have a resultant HLB value of 6-9, inclusive". Meaning the 
combination of emulsifiers used in the composition must have a total net value of 6-9. The 
examiner points out that polygIycerol-3-laurate inherently has an HLB of 1 1 (note reference 
attached). This is an inherent property of the compound itself. The examiner further points out' 
that Robinson teaches the use of emulsifiers with an HLB of 4-14. These emulsifiers include 
polyglycerol esters of C1-C30 fatty acid. Although Robinson does not specify the instant 
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polyglycerol ester species, Robinson teaches the genus. Therefore, a skilled artisan would have 
reasonably expected success in the combination. 

With regard to applicant's argument that Hourihan is non-analogous art, the examiner 
points out that Hourihan is relied upon for the specific teachings of the instant polyglycerol ester 
species. Both Robinson and Hourihan teach polyglycerol esters of CI -30 fatty acids are 
emulsifying agents. Therefore, the function of an emulsifier is. to emulsify and this function will 
remain the same, irrespective the type of cosmetic composition, i.e. a hair care composition 
versus antiperspirant stick. Further, the examiner points out that the both references are in the 
same field, i.e. cosmetic compositions. It is also noted that antiperspirant compositions are 
applied to the places where hair is present. Therefore, the requirement of the two-prong test is 
met, i.e. both references are directed to cosmetic compositions and both references are 
reasonably pertinent to the particular problem with which the applicant was concerned. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). 

Therefore, Robinson renders the instant invention obvious. 

Conclusion 

Claims 13-24 are rejected, 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE -MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharmila Gollamudi Landau whose telephone number is 571- 
272-0614. The examiner can normally be reached on M-F (8:00-5:30), alternate Fridays off. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000'. 
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